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Status 

1 )KI Responsive to communication(s) filed on 30 May 2008 . 
2a )□ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 2-4 and 7-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) IEI Claim(s) 2-4 and 7-21 axe subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

The previous restriction is vacated. The new restriction is addressed below. 
Election/Restrictions 
1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claims 2-4, 7,11-1 3, drawn to a method for the treatment of ophthalmic 
diseases comprising the intravenous or topical ocular administration comprising solid 
lipidic nanoparticles containing a pharmacologically active substance. 

Group II, claims 14-21, drawn to composition consisting essentially of an 
isotonic aqueous dispersion of solid lipid nanoparticles (SLNs) having a mean diameter 
comprised between 50 and 400 nm and polydispersion comprised between 50 and 400 
nm and polydispersion comprised between 0.06 and 0.30 with a pharmacologically 
active substance incorporated within said SLNs. 

Group III, claims 8-10, drawn to a method of making solid lipidic nanoparticles 
containing a pharmacologically active substance. It is noted that the claims are 
improperly dependent from a method of use claim as the body of the claims themselves 
are drawn to the method of making the solid lipidic nanoparticles are treated as 
methods of making. Appropriate correction is required to clarify the claims. 
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2. The inventions listed as Groups I -III do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

The technical feature linking Groups I - III is solid lipidic nanoparticles containing 
a pharmacologically active substance. 

Amselem et al. (U.S. Pat. No. 5662932) teaches phospholipid nanoemulsions in 
solid or liquid phases with a wide variety of agents including drugs (Abstract). 

Therefore, the technical feature linking the inventions of Groups I - III does not 
constitute a special technical feature as defined by PCT Rule 13.2 as it lacks novelty 
and does not define a contribution over the prior art. 

Accordingly, Groups I - III are not so linked by the same or a corresponding 
special technical feature as to form a single general inventive concept. 

3. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: 

Active substances comprising: amphotericin, miconazole, ganciclovir, saquinavir, 
acyclovir, famciclovir, vidarabine, idoxuridine, beta-interferon, 
paclitaxel, methotrexate, doxorubicin, angiopoietin I, diclophenac, indomethacin, 
ketorolac, piroxicam, flurbiprofen, dexamethasone, triamcinolone, hydrocortisone, 
fluorometholone, rimexolone, timolol, betaxolol and acetazolamide. 
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Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

The following claim(s) are generic: Claim 1 1 (Group I) and claim 14 (Group II). 
4. The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the following reasons: 

First, the compound structures listed should have a common core and common 
utility. The compounds listed do not share a common core. An example is acyclovir 
which has an entirely different core than that of miconazole (see Merck sheets). 

Second, all the embodiments covered by the claims must share a common 
inventive utility disclosed. As acyclovir is a known antiviral and miconzole is a known 
antifungal, the compounds will not all share a common effect. 
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5. Applicant is also advised that upon the election of the active substance, Applicant 
is to disclose the compound, name (drug name and chemical name), with the chemical 
structure for examination. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement may be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
preserve a right to petition, the election must be made with traverse. If the reply does 
not distinctly and specifically point out supposed errors in the restriction requirement, 
the election shall be treated as an election without traverse. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GIGI HUANG whose telephone number is (571 )272- 
9073. The examiner can normally be reached on Monday-Thursday 8:30AM-6:00PM 
EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fredrick Krass can be reached on 571-272-0580. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



GH 

/Zohreh A Fay/ 

Primary Examiner, Art Unit 1612 



